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Artist who had made painting of Doro-
thy from movie “The Wizard of Oz,” who
had submitted the painting to copyright
holder's licensee pursuant to competition
for contract to produce series of paintings
to be used on collectors’ plates, and who,
after winning the competition but refusing
the contract, displayed photograph of the
painting and other drawings to people
whom she was soliciting for artistic commis-
sions, brought action against copyright
holder, licensee, and others for infringe-
ment of her subsequently obtained copy-

2. The Court declined to rule on whether liens
perfected after the enactment of the Code but
prior to the effective date of the Code could be
avoided under § 522(g). Security, supra, at

right on the painting. Defendants counter-
claimed, alleging that artist had infringed
copyright on the movie. The United States
District Court for the Northern District of
Illinois, Eastern Division, George N. Leigh-
ton, J., granted summary judgment against
artist on both main claim and counterelaim,
and artist appealed. The Court of Appeals,
Posner, Circuit Judge, held that: (1) genu-
ine issue of material fact concerning scope
of artist’s implied license to make a deriva-
tive work precluded summary judgment on
the counterclaim, and (2) artist’s painting
was not an original derivative work copy-
rightable under the Copyright Act.

Affirmed in part and vacated and re-
manded in part.

1. Copyrights and Intellectual Property
@=89(2)

On claim that artist had infringed
copyright on movie “The Wizard of 0z” by
displaying photograph of her painting of
Dorothy submitted to copyright holder’s li-
censee as part of competition for contract
for series of collectors’ plates and by dis-
playing her drawings of other characters in
the movie, genuine issue of material fact
concerning scope of artist’s implied license
to make a derivative work precluded sum-
mary judgment.

2. Copyrights and Intellectual Property
&=48
Oral nonexclusive copyright licenses
are enforceable.

3. Copyrights and Intellectual Property
e=12
Artistic originality is not the same
thing as legal concept of originality in the
Copyright Act and has function of prevent-
ing overlapping claims. 17 U.S.C.A. § 101
et seq.

4. Copyrights and Intellectual Property
=6
A picture created by superimposing one
copyrighted photographic image on another
is not “original” for copyright purposes. 17
U.S.C.A. § 101 et seq.

4010. In the case at hand, the liens were per-
fected in August, 1978—prior to both the en-
actment of the new Code and its effective date.
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5. Copyrights and Intellectual Property
&=12.2

Requirement of originality as relating

to copyrights is significant chiefly in con-

nection with derivative works. 17 U.S.C.A.
§ 101 et seq.

6. Copyrights and Intellectual Property
=122

A derivative work must be substantial-

ly different from underlying work to be

copyrightable. 17 U.S.C.A. §§ 101, 103.

7. Copyrights and Intellectual Property
=122
Artist’s painting of Dorothy from copy-
righted movie “The Wizard of 0z” was not
an original derivative work copyrightable
m:amw the Copyright Act. 17 US.CA.
108.

Charles Rowe, Chicago, Ill., for plaintiff,
counterdefendant-appellant.

Robert W. Gettleman, Arthur Don, D’An-
cona & Pflaum, Chicago, IlL., for defend-
ants, counterplaintiffs-appellees.

Before BAUER and POSNER, Circuit
Judges, and HOFFMAN, Senior District
Judge.*

POSNER, Circuit Judge.

This appeal brings up to us questions of
some novelty, at least in this circuit, regard-
ing implied copyright licenses and the re-
quired originality for copyrighting a deriva-
tive work.

In 1939 MGM produced and copyrighted
the movie “The Wizard of Oz.” The central
character in the movie, Dorothy, was played
by Judy Garland. The copyright was re-
newed by MGM in 1966 and is conceded, at
least for purposes of this case, to be valid
and in effect today. In 1976 MGM licensed
Bradford Exchange to use characters and
scenes from the movie in a series of collec-
tors’ plates. Bradford invited several art-
ists to submit paintings of Dorothy as
played by Judy Garland, with the under-
standing that the artist who submitted the

* Of the Eastern District of Virginia.

best painting would be offered a contract
for the entire series. Bradford supplied
each artist with photographs from the mov-
ie and with instructions for the painting
that included the following: “We do want
your interpretation of these images, but
your interpretation must evoke all the
warm feeling the people have for the film
and its actors. So, your Judy/Dorothy
must be very recognizable as everybody’s
Judy/Dorothy.”

Jorie Gracen, an employee in Bradford's
order-processing department, was permitted
to join the competition. From.photographs
and her recollections of the movie (which
she had seen several times) she made a
painting of Dorothy as played by Judy Gar-
land; Figure 1 at the end of this opinion is
a reproduction of a photograph of Miss Gra-
cen’s painting (an inadequate one, because
the original is in color). Bradford exhibited
it along with the other contestants’ paint-
ings in a shopping center. The passersby
liked Miss Gracen’s the best, and Bradford
pronounced her the winner of the competi-
tion and offered her a contract to do the
series, as well as paying her, as apparently
it paid each of the other contestants, $200.
But she did not like the contract terms and
refused to sign, and Bradford turned to
another artist, James Auckland, who had
not been one of the original contestants.
He signed a contract to do the series and
Bradford gave him Miss Gracen's painting
to help him in doing his painting of Doro-
thy. The record does not indicate who has
her painting now.

Gracen’s counsel describes Auckland’s
painting of Dorothy as a “piratical copy” of
her painting. Bradford could easily have
refuted this charge, if it is false, by attach-
ing to its motion for summary judgment a
photograph of its Dorothy plate, but it did
not, and for purposes of this appeal we
must assume that the plate is a copy of Miss
Gracen’s painting. This is not an absurd
supposition. Bradford, at least at first, was
rapturous about Miss Gracen’s painting of
Dorothy. It called Miss Gracen “a true
prodigy.” It said that hers “was the one
painting that conveyed the essence of
Judy's character in the film ... the paint-
ing that left everybody saying, ‘That’s Judy
in Oz.”” Auckland’s deposition states that
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Bradford gave him her painting with di-
rections to “clean it up,” which he under-
stood to mean: do the same thing but make
it “a little more professional.”

Miss Gracen also made five drawings of
other characters in the movie, for example
the Scarecrow as played by Ray Bolger.
Auckland’s affidavit states without contra-
diction that he had not seen any of the
drawings when he made his paintings of
those characters. Pictures of the plates
that were made from his paintings are at-
tached to the motion for summary judg-
ment filed by MGM and Bradford, but there
is no picture of his Dorothy plate, lending
some support to the charge that it is a
“piratical copy.” But apparently the other
plates are not copies at all.

Auckland completed the series, and the
plates were manufactured and sold. But
Miss Gracen meanwhile had obtained copy-
right registrations on her painting and
drawings, and in 1978 she brought this ac-
tion for copyright infringement against
MGM, Bradford, Auckland, and the manu-
facturer of the plates. MGM and Bradford
counterclaimed, alleging among other
things that Miss Gracen had infringed the
copyright on the movie by showing her
drawings and a photograph of her painting
to people whom she was soliciting for artis-
tic commissions.

The district court granted summary judg-
ment against Miss Gracen on both the main
claim and the counterclaim. It held that
she could not copyright her painting and
drawings because they were not original
and that she had infringed MGM's copy-
right. The court entered judgment for
$1500 on the counterclaim. Neither the
judgment nor the opinion accompanying it
refers to the noncopyright claims in the
counterclaim, thus inviting the question
whether that judgment is final and hence
appealable under 28 US.C. § 1291. But
this is not a serious problem, because the
judgment purports to dispose of “their
[MGM’s and Bradford’s] counterclaims” and
both sides have treated it as disposing of
the counterclaim in its entirety. The non-
copyright claims must therefore be regard-
ed as having been either dismissed or aban-
doned.

The briefs and argument in this court
follow the district court in treating the
principal question as whether Miss Gracen'’s

painting and drawings are sufficiently orig-
inal to be copyrightable as derivative works
under 17 U.S.C. § 103. But this emphasis
may be misplaced. The question of the
copyrightability of a derivative work (“a
work based upon one or more preexisting
works, such as a[n] ... art reproduction
... or any other form in which a work may
be recast, transformed, or adapted,” 17
U.S.C. § 101) usually arises in connection
with something either made by the owner
(or a licensee) of the copyright on the un-
derlying work, as in Durham Industries,
Inc. v. Tomy Corp., 630 F.2d 905, 909 (2d
Cir.1980), or derived from an underlying
work that is in the public domain, as in L.
Batlin & Son, Inc. v. Snyder, 536 F.2d 486,
491-92 (2d Cir.1976) (en banc). At issue in
such a case is not the right to copy the
underlying work but whether there is
enough difference between the derivative
and the underlying work to satisfy the stat-
utory requirement of originality, see 17
U.S.C. § 102(a), and thus make the deriva-
tive work copyrightable. Since the copy-
right owner’s bundle of exclusive rights in-
cludes the right “to prepare derivative
works based upon the eopyrighted work,”
17 U.S.C. § 106(2), even if Miss Gracen’s
painting and drawings had enough original-
ity to be copyrightable as derivative works
she could not copyright them unless she had
authority to use copyrighted materials from
the movie. “[PJrotection for a work em-
ploying preexisting material in which copy-
right subsists does not extend to any part of
the work in which such material has been
used unlawfully.” 17 U.S.C. § 103(a).

Miss Gracen does not claim that she
painted the 16-year-old Judy Garland who
appeared in “The Wizard of Oz” in 1939
from life or from photographs taken from
the movie, or that her painting is not of
Judy Garland but is an imaginative concep-
tion of the character Dorothy. The paint-
ing was based on the movie, both as inde-
pendently recollected by Miss Gracen and as
frozen in the still photographs that Brad-
ford supplied her. As with any painting
there was an admixture of the painter’s
creativity—how much we shall consider la-
ter—but that it is a painting of Judy Gar-
land as she appears in photographs from
the movie (such as the photograph repro-
duced at the end of this opinion as Figure
2), and is therefore a derivative work, is
beyond question. The same is true of the
drawings.
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Therefore, if Miss Gracen had no authori-
ty to make derivative works from the mov-
ie, she could not copyright the painting and
drawings, and she infringed MGM’s copy-
right by displaying them publicly. But ob-
viously she had some authority, having been
invited by Bradford to make a painting of
Dorothy based on the movie. And although
Bradford was not expressly authorized to
sublicense the copyright in this way, there
can be no serious doubt of its authority to
do so. Thus the question is not whether
Miss Gracen was licensed to make a deriva-
tive work but whether she was also licensed
to exhibit the painting and to copyright it.

[1] Bradford made no written agree-
ment with the contestants for the disposi-
tion of their paintings. It could have re-
quired each contestant to give it full rights
as consideration for $200 and a shot at a
potentially lucrative contract, but it did not
do so, not in writing anyway, and though it
argues that it “bought” Miss Gracen’s
painting of Dorothy for $200 we find no
evidence to support this characterization of
the transaction. Miss Gracen testified in
her deposition that Foster, who was in
charge of the contest, said he would return
the painting to her; and we must ask what
he thought she would do with the painting
when she got it back, if they failed to come
to terms. Destroy it? Keep it in a closet
till MGM’s copyright expired? Bradford, in
promising Miss Gracen (as for purposes of
this appeal we must assume it did) that she
could keep the painting, must have known
she would exhibit it to advance her career
as an artist. And while Bradford’s license
from MGM may not have authorized it to
make any such promise, Bradford may have
had apparent authority to do so and that is
all that would be necessary to give Miss
Gracen (who presumably knew nothing of
the terms of the license) the right to exhibit
her painting. See Seavey, Handbook of the
Law of Agency 125-28 (1964). We do not
say she actually had the right, but only that
there is a genuine issue of material fact
concerning the scope of her implied license
to make a derivative work.

698 F.2d—9

It is less likely that Miss Gracen was
entitled to exhibit, or even to make, the
drawings. Their making was no part of the
contest. Yet she testified that Foster told
her to make the drawings to improve her
chances of winning, and this testimony was
not contradicted or inherently incredible.
If she was authorized to make the drawings
mayhe she was also authorized—or reason-
ably believed she was authorized—to exhib-
it them, at least if she did not come to
terms with Bradford.

[2] The grant of summary judgment on
the counterclaim was therefore erroneous—
assuming an oral nonexclusive copyright
license is enforceable. Nimmer describes
this as the law both before and after the
Copyright Act was revised in 1976, see 3
Nimmer on Copyright §§ 10.03[A]-[B] at
pp. 10-36 to 10-37 and nn. 17, 22, 23 (1982),
and though support for this conclusion is
sparse, and there is some contrary authori-
ty, see Douglas Int’l Corp. v. Baker, 335
F.Supp. 282, 285 (S.D.N.Y.1971), we think
Nimmer is right. This case shows why.
MGM and Bradford do not even argue that
Bradford had no authority to permit Miss
Gracen to make a derivative work, though
nothing in the license to Bradford purports
to authorize sublicensing. They thus tacitly
acknowledge the impracticality of requiring
written licenses in all circumstances; and
we do not see how it can be argued that
only the existence and not the scope of a
license can be proved by parol evidence.

This disposes of the counterclaim, but we
have still to consider Miss Gracen'’s claim
that she had valid copyrights which the
defendants infringed. The initial issue is
again the scope of her implied license from
Bradford. Even if she was authorized to
exhibit her derivative works, she may not
have been authorized to copyright them.
Bradford was licensed to use MGM’s copy-
right in its series of collectors’ plates but
not to copyright the derivative works thus
created. A copyright owner is naturally
reluctant to authorize a licensee to take out
copyrights on derivative works—copyrights
that might impede him in making his own
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derivative works or in licensing others to do
so. And it would have made no more sense
for Bradford, the licensee, to arm Miss Gra-
cen, its sublicensee, with a weapon—the
right to copyright her derivative works—
that she could use to interfere with Brad-
ford’s efforts to get another artist to do the
plates if it could not cut a deal with her.
The affidavits submitted with the motions
for summary judgment deny that Miss Gra-
cen was authorized to copyright derivative
works based on the movie and are not con-
tradicted on this point. (In contrast, they
do not deny that she was authorized to
exhibit her painting of Dorothy.)

We are reluctant to stop here, though,
and uphold the dismissal of the complaint
on the basis of an issue of fact that the
district judge did not address, and that we
therefore may have got wrong, so we shall
go on and consider his ground for dismissal
of the complaint—that Miss Gracen’s paint-
ing and drawings are not original enough to
be copyrightable.

[3] Miss Gracen reminds us that judges
can make fools of themselves pronouncing on
aesthetic matters. But artistic originality
is not the same thing as the legal concept of
originality in the Copyright Act. Artistic
originality indeed might inhere in a detail, a
nuance, a shading too small to be ap-
prehended by a judge. A contemporary
school of art known as “Super Realism”
attempts with some suceess to make paint-
ings that are indistinguishable to the eye
from color photographs. See Super Real-
ism: A Critical Anthology (Battcock ed.
1975). These paintings command high
prices; buyers must {ind something original
in them. Much Northern European paint-
ing of the Renaissance is meticulously rep-
resentational, see, e.g., Gombrich, The Story
of Art 178-80 (13th ed. 1978), and therefore
in a sense—but not an aesthetic sense—less
“original” than Cubism or Abstract Expres-
sionism. A portrait is not unoriginal for
being a good likeness.

But especially as applied to derivative
works, the concept of originality in copy-

right law has as one would expect a legal
rather than aesthetic function—to prevent
overlapping claims. See L. Batlin & Son,
Ine. v. Snyder, supra, 536 F.2d at 491-92.
Suppose Artist A produces a reproduction
of the Mona Lisa, a painting in the public
domain, which differs slightly from the
original. B also makes a reproduction of
the Mona Lisa. A, who has copyrighted his
derivative work, sues B for infringement.
B’s defense is that he was copying the origi-
nal, not A’s reproduction. But if the differ-
ence between the original and A’s reproduc-
tion is slight, the difference between A’s
and B’s reproductions will also be slight, so
that if B had access to A's reproductions the
trier of fact will be hard-pressed to decide
whether B was copying A or copying the
Mona Lisa itself. Miss Gracen's drawings
illustrate the problem. They are very simi-
lar both to the photographs from the movie
and to the plates designed by Auckland.
Auckland’s affidavit establishes that he did
not copy or even sec her drawings. But
suppose he had seen them. Then it would
be very hard to determine whether he had
been copying the movie stills, as he was
authorized to do, or copying her drawings.

[4] The painting of Dorothy presents a
harder question. A comparison of Figures 1
and 2 reveals perceptible differences. A
painting (except, perhaps, one by a member
of the Super Realist school mentioned earli-
er) is never identical to the subject painted,
whether the subject is a photograph, a still
life, a landscape, or a model, because most
painters cannot and do not want to achieve
a photographic likeness of their subject.
Nevertheless, if the differences between
Miss Gracen's painting of Dorothy and the
photograph of Judy Garland as Dorothy
were sufficient to make the painting origi-
nal in the eyes of the law, then a painting
by an Auckland also striving, as per his
commission, to produce something ‘“very
recognizable as everybody’s Judy/Dorothy”
would look like the Gracen painting, to
which he had aceess; and it would be diffi-
cult for the trier of fact to decide whether
Auckland had copied her painting or the
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original movie stills. True, the background
in Miss Gracen’s painting differs from that
in Figure 2, but it is drawn from the movie
set. We do not consider a picture created
by superimposing one copyrighted photo-
graphic image on another to be “original”—
always bearing in mind that the purpose of
the term in copyright law is not to guide
aesthetic judgments but to assure a suffi-
ciently gross difference between the under-
lying and the derivative work to avoid en-
tangling subsequent artists depicting the
underlying work in copyright problems.

[5] We are speaking, however, only of
the requirement of originality in derivative
works. If a painter paints from life, no
court is going to hold that his painting is
not copyrightable because it is an exact
photographic likeness. If that were the
rule photographs could not be copyright-
ed—the photographs of Judy Garland in
“The Wizard of Oz,” for example—but of
course they can be, 1 Nimmer on Copyright
§ 2.08[E] (1982). The requirement of origi-
nality is significant chiefly in connection
with derivative works, where if interpreted
too liberally it would paradoxically inhibit
rather than promote the creation of such
works by giving the first creator a consider-
able power to interfere with the creation of
subsequent derivative works from the same
underlying work.

[6] Justice Holmes’ famous opinion in
Bleistein v. Donaldson Lithographing Co.,
188 U.S. 239, 23 S.Ct. 298, 47 L.Ed. 460
(1903), heavily relied on by Miss Gracen, is
thus not in point. The issue was whether
lithographs of a circus were copyrightable
under a statute (no longer in force) that
confined copyright to works “connected
with the fine arts.” Holmes’ opinion is a

warning against using aesthetic criteria to
answer the question. If Miss Gracen had
painted Judy Garland from life, her paint-
ing would be copyrightable even if we
thought it kitsch; but a derivative work
must be substantially different from the
umderlying work to be copyrightable. This
is the test of L. Batlin & Son, Inc. v. Sny-
der, supra, 536 F.2d at 491, a decision of the
Second Circuit—the nation’s premier copy-
right court—sitting en banc.  Earlier
Second Circuit cases discussed in Batlin that
suggest a more liberal test must be con-
sidered superseded.

[71 We agree with the district court
that under the test of Batlin Miss Gracen’s
painting, whatever its artistic merit, is not
an original derivative work within the
meaning of the Copyright Act. Admittedly
this is a harder case than Durham Indus-
tries, Inc. v. Tomy Corp., supra, heavily
relied on by the defendants. The underly-
ing works in that case were Mickey Mouse
and other Walt Disney cartoon characters,
and the derivative works were plastic repro-
ductions of them. Since the cartoon char-
acters are extremely simple drawings, the
reproductions were exact, differing only in
the medium. The plastic Mickey and its
cartoon original look more alike than Judy
Garland’s Dorothy and Miss Gracen’s paint-
ing. But we do not think the difference is
enough to allow her to copyright her paint-
ing even if, as we very much doubt, she was
authorized by Bradford to do so.

The judgment dismissing the complaint is
therefore affirmed. The judgment on the
counterclaim is vacated and the case re-
manded for further proceedings consistent
with this opinion. No costs in this court.

So ORDERED.
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